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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



E ACTION SUMMARY 




U Responsive to communicatlon(s) filed on 
U This action is RNAU 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under £)f part© Quay/©, 1935 D.C. 11; 453 O.G. 213. 



\ shortened statutory period for response to this action is set to expire. 




month(s), or thirty days. 



1!^^^X\^^^ii^ry<to<:^± (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 




Disposition of Claims 

Claim(s) 

OHhe-above, claim(s) 

□ Claim(s)_ 

Claim(s) / ' 

□ Claim(s) 

□ Claims 




is/are pending in the application. 




is/are withdrawn from consideration. 

is/are allowed. 

, is/are rejected. 



is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on . ■ — 



are subject to restriction or election requirement. 



D The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S:C. § 119{aHd). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) _ • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
Certified copies not received: 



is/are objected to by the Examiner. 

is □ approved □ disapproved. 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) 
Attachment(s) 
^^-^^SlUolice of Reference Cited, PTO-892 

^information Disclosure Statement(s), PTO-1449, Paper No(s). ^ 

Interview Summary, PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



4- * ' 



- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 



PTOL-326 (Rev. 10/95) 




Application/Control Number. 08/779457 



Page 2 



Art Unit: 1647 



1. 




2 yopA/f AT MATTERS ^ . a 

^ fT:t\^-x'^ TT«; Code not included in this action can be tound 

The text of those sections of Title 35, U.b. uoae noi mv-iu 

in a prior Office action. 

Any objections, rejections, and/or concerns not herein restated have been withdrawn. 
3. Applicant's arguments filed 8-28-00 as Paper No 27 have been fully considered but they 

are not persuasive. See the arguments following the rejection below. 

. -^u .c.or.^M to rlaims 1 -33 have been considered but are moot in 
Applicant's arguments with respect to claims i j j nave u 

view of the new ground(s) of rejection. 
4 Rp jpctinns O ^'^r Prior Art: 

Claims 1-33 a.e rejected under 35 U S.C. 103(a) as being unpatentable over Snodgrass e, 

" * This newly issued paten, to Snodgrass et al ( 080) is a divtsional of S N. 08/355888. 
which matured into patent number 5,763,21 1, Therefore, the disclosure of this new divistonal 
patent is the same as the parem, which disclosure has been set forth ,n the previous office of 
Snodgrass et al C2n). In addition to those teachings, this divisional patent 6,005.080 to 
snodgrass et al claims antibodies to the hematopoietin receptor, which has a WSX mot.f (see the 
claims col 6 and 12-13). The claimed antibodies are stated to specifically bind to the receptor of 
Seq ID 8. wh,ch SEQ ID compnses amino acids 1-960. The patent claims forther state that the 
antibody recognizes structurally unique site on the receptor. 

At the time of filing or the effective filing date of the patent to Snodgrass et al, the 
patentee was aware of the fact that their receptor was a hematopoietin receptor and that there 
were multiple specie forms/variant forms of this receptor. But what was no. known to the 
patentee was .hat their receptor was the Ob/leptin receptor. However, despite .he name by wh,ch 
.he recepror pro.ein is referred .o (e.g. HU-B,.219, or hematopoietin receptor, or OB-Receptor, 
or Leptin receptor) the fact remams that the receptor is the same, with the CKcept.on of the 
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various variant forms, irrespective of the different names by which it is referred. The patent 
teaches at col 12-13 that antibodies to the receptor can be prepared, and that neutrahzmg 
antibodies can also be prepared. While the patent does not expressly state that the non- 
neutralizing antibodies are agonist antibodies, one skilled in the art would more than reasonably 
expect that these antibody would be an agonist antibody just based on the meaning of agomst and 
applicants meaning for the different antibodies that can be prepared against the receptor. The 
instant claims state that the antibody binds the extracellular domain of WSX, and this appears to 
be met by the claims which states that the antibody bind to the receptor having amino acids 3-887, 
since the extracellular domain is within these specified residues. The final limitation of claim 1 is 
that the antibody to the receptor decreases body weight. As stated above, the examiner concedes 
that the patentee was not aware of the fact that their receptor was the leptin receptor and that 
antibodies to such could also be used to modulate weight. Despite such, the claims would still 
have been prima facie obvious from the prior art, despite the presence of the fiinctional language, 
because the physical characteristic of the claimed antibody appears to be the same or substantially 
the same as that of the patem. Therefore, the prior art would have rendered the claims prima 

facie obvious for all of the reasons stated above. 

Although the art for the obviousness rejection has changed, the rejection is substantially 
the same. AppHcant's arguments have been considered, even as it applies to the newly issue 
Snodgrass et al patem, but are not deemed to be persuasive. At the middle of page 2 of the 
response, applicants states the they have inferred from my previous office action that my 
statements about the fonctional limitation implied that "the anti-hematopoietin receptor 
antibodies, the making of which is suggested (but not specifically disclosed) by Snodgrass et al. 
would inherently have the ftinctional properties of the antibodies claimed in the present 
application " The above set forth rejections appear to address this line of argument. The other 
argument is that nonobviouness and novelty are different and distinct requirements. This has been 
considered, but it not clearly understood with regard to the rejection, because the prior rejection 
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did no, appear to equate these two. Mso argued is tl,a. any potential teaching of Snodgrass et al 
for making agonist antibodies is merely an invitation to make such. Although the prior ar, does 
not expressly make antibodies, whether agonist, antagonist or otherwise, the teachings that span 
001 12-13 constitute guidance that would have rendered obvous antibodies that meet the cla.m 
limitations. /Uso argued ,s that the making of agonist antibodies would not have been routtne for 
making antibodies that mimic any b.ological property of a native ligand. however, most contra^, 
to this positron, the making of such antibodies was very well known a. the time of the patem and 
constituted routine skill in the art-consistem with the teachings at con2-l 3 . However, ,t ts 
further poimed out that the instant Calms are not sufficiently specific in setting forth physical 
and/or functional characteristic, nor the recitation of binding affinity or binding specrficty to 
distinguish from the antibodies of the patem. Accordingly, the claims are prima facie obvrous 
from the patentee. 

At this time, it is believed that all pertinent arguments have been answered. 
£ AflviMnrv Information: 

Any in,ui. — ng — ^^^^^^ 
r«3l"S«rcan^ Monday through Friday. 9:30 A.M. to 

6.00 P.M. 

Any inqurry of a general nature or relating to the »<^'"-f «,tlT 
should be directed to the Group receptionist at telephone number (703) 308-0196. 

Certain papers related to this application may be submitted to 
facsimiirnJsLn. Papers shotjld be ^^^^^-^X^::ZZ^ZZZ.^s 
Center located in Crystal Mall 1 (CMl)^ The taxmg oi sucn p v ^ 94 (December 

published in the Official G-^^^^ 

COPIES SHOULD BE SUBMITTED so as to avoid the processmg ot aupiicaxe p v 



Office. 
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Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or 
informal communications with the examiner should be directed to (703) 308-0294. Please advise 
the Examiner at the telephone number above when an informal fax is being transmitted. 
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